Case 1:04-cv-00305-SLR Document 260-2 ~ Filed 02/01/2006 Page 1 of 70 


EXHIBIT | 


Case 1:04-cv-00305-SLR Document 260-2 ~ Filed 02/01/2006 Page 2 of 70 


THIS EXHIBIT HAS BEEN 
REDACTED IN ITS ENTIRETY 





Case 1:04-cv-00305-SLR Document 260-2 Filed 02/01/2006 Page 3 of 70 


EXHIBIT 2 


Case 1:04-cv-00305-SLR Document 260-2 ~ Filed 02/01/2006 Page 4 of 70 


IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 


MONSANTO COMPANY and 
MONSANTO TECHNOLOGY LLC, 


Plaintiffs, 
V. 


SYNGENTA SEEDS, INC. 


SYNGENTA BIOTECHNOLOGY, INC., et al., 


Defendants. 


DEKALB GENETICS CORPORATION, 


Plaintiff, 
v. 


SYNGENTA SEEDS, INC., 


SYNGENTA BIOTECHNOLOGY, INC,, et al. 


Defendants. 


C. A. No. 04-305 SLR 
(Lead Case) 
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John W. Shaw 


YOUNG CONAWAY STARGATT & TAYLOR, L.L.P. 


The Brandywine Building 
1000 West Street, 17th Floor 
Wilmington, DE 19801 
(302) 571-6600 


Attorneys for Defendants 


OF COUNSEL: 

Michael J. Flibbert 

Don O. Burley 

Howard W. Levine 

FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L-P. 

901 New York Ave., NW 

Washington, DC 20001-4413 

(202) 408-4000 


Dated: January 11, 2006 


Richard L. Horwitz (#2246) 

David E. Moore (#3983) 

POTTER ANDERSON & CORROON LLP 
Hercules Plaza, 6" Floor 

1313 N. Market Street 

Wilmington, DE 19801 

(302) 984-6000 


Attoreys Plaintiffs 


OF COUNSEL: 

Susan K. Knoll 

Thomas A. Miller 
Melinda Patterson 
Stephen E. Edwards 
Steven G,. Spears 
Howrey LLP 

1111 Louisiana, 25" Floor 
Houston, TX 77002 
(713) 787-1400 
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IN THE UNITED STATES DISTRICT COURT 
DISTRICT OF DELAWARE 


CERTIFICATE OF SERVICE 


I, David E. Moore, hereby certify that on January 11, 2006, the attached document 
was hand-delivered to the following persons and was electronically filed with the Clerk 
of the Court using CM/ECF which will send notification of such filing(s) to the following 


and the document is available for viewing and downloading from CM/ECF: 


John W. Shaw 

Karen E. Keller 

Young Conaway Stargatt & Taylor, L.L.P. 
The Brandywine Building 

1000 West Street, 17th Floor 

Wilmington, DE 1980] 


[hereby certify that on January 11, 2006, I have Federal Expressed the 


foregoing document(s) to the following non-registered participants: 


Richard F. Schwed Michael J. Flibbert 

Stephen Fishbein Don QO. Burley 

Shearman & Sterling LLP Howard W. Levine 

599 Lexington Avenue Finnegan, Henderson, Farabow, 
New York, NY 10022-6069 Garrett & Dunner, L.L-.P. 


901 New York Ave., NW 
Washington, DC 20001-4413 


L/L 
Richard CL. Horwitz 
David E. Moore 
Potter Anderson & Corroon LLP 
Hercules Plaza — Sixth Floor 
1313 North Market Street 
Wilmington, DE 19801 
(302) 984-6000 
rhorwitz@potteranderson.com 
dmoore@potteranderson.com 
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Zo 


1 
IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF MISSOURI 
MONSANTO COMPANY, 
Plaintiff, 
VS. No. 4:01-CV-1825 CDP 


BAYER CROPSCIENCE LP, 


Defendant. 


wee em rem gmp rurvms eid em em mmr tinh tr: 
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L QO. And that's a construct that is derived from a couple 

Z different transit peptides mixed with an intervening segment, 
3 correct? 

4 A. That's correct. 

3. THE COURT: JI didn't want you to get off on 

6 anything you did not want to get off on. I understand that 
7 now. 

8 QO. (By Mr. Pazuniak) By your definition that you have given 
9 to the Court, would it include any CTPs, whether or not they 
10 remained attached to the passenger protein inside the 
x Fa chloroplast? 
12 A. I guess by my definition, yes, that would be true, since 
13 we have not made proteolytic removal part of our definition. 
14 If they remained attached, they would be covered. 

LS Q. All right. Now can you turn to column 4, line 35 of the 
16 ‘835 patent? Put slide 16 on, please. This is a paragraph 
17 that you testified to, correct? 

18 A. That's correct. 

i906 @. = And isn't it correct that at that portion of the '835 
20 patent, Monsanto says, "Most preferably, the CTP is obtained 
21 from the endogenous EPSPS gene of the subject plant to be 
22 transformed." Just looking at that sentence, the CTP 
23 mentioned there is a CTP from a plant, a natural sequence that 
24 is attached to the N-terminal of a protein, correct? 


25 A. Yes. 
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Syngenta reserves the right to modify, amend, or supplement the constructions set forth 
herein and to present constructions and evidence to rebut assertions made by Monsanto and 
DeKalb. Any term for which a construction is not specifically provided is to be given its plain 
and ordinary meaning as understood by one of ordinary skill in the art. 


U.S. Patent No. 4,940,835 


U.S. Patent No. 4,940,835 Proposed Construction of Disputed Terms 
Claim 1 


(a) a promoter sequence which functions in =| “which functions in plant cells”: Syngenta 
plant cells contends that this language constitutes a 
necessary limitation of the claim and 
requires the promoter to work in the intended 
manner in all types of plant cells 
encompassed by the term “plant cells.” 


















“plant cells”: means dicot plant cells. 


















(b) a coding sequence which causes the 
production of RNA, encoding a chloroplast 
transit peptide/5-enolpyruvylshikimate-3- 
phosphate synthase fusion polypeptide, 
which 


“chloroplast transit peptide”: means a 
naturally occurring chain of amino acids that 
is naturally located at the N-terminal portion 
of a nuciear-encoded polypeptide, which 
directs the polypeptide to a chloroplast and is 
cleaved therefrom. 























“chloroplast transit peptide/5- 
enolpyruvylshikimate-3-phosphate 
synthase fusion polypeptide”: means a 
chain of amino acids consisting of a 
chloroplast transit peptide (as defined above) 
fused to an EPSPS, where the chloroplast 
transit peptide and EPSPS are not found 
together in nature. 
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chloroplast transit peptide permits the fusion 
polypeptide to be imported into a chloroplast 
of a plant cell; and 









“nermits the fusion polypeptide to be 
imported into a chloroplast of a plant 
cell”: Syngenta contends that this language 
constitutes a necessary limitation of the 
claim and requires the CTP to work in the 
intended manner in all types of plant cells 
encompassed by the term “plant cells.” 





































(c) a3’ non-translated region which encodes 
a polyadenylation signal which functions in 
plant cells to cause the addition of 
polyadenylate nucleotides to the 3’ end of the 
RNA; 


“which functions in plant cells”: Syngenta 
contends that this language constitutes a 
necessary limitation of the claim and 
requires the 3’ non-translated region to work 
in the intended manner in all types of plant 
cells encompassed by the term “plant cells.” 

















the promoter being heterologous with respect 
to the coding sequence and 










adapted to cause sufficient expression of the 
fusion polypeptide to enhance glyphosate 
resistance of a plant cell transformed with the 
gene 


“adapted to cause sufficient expression of 
the fusion polypeptide to enhance 
glyphosate resistance of a plant cell 
transformed with the gene”: means stable 
integration of the chimeric plant gene into a 
plant cell’s genome, such that the chimeric 
gene imparts enhanced glyphosate resistance. 











“plant cell”: means dicot plant cell. 


“enhance glyphosate resistance of a plant 
cell’: means the plant cell will survive 
application of glyphosate at a concentration 
sufficient to distinguish or select a 
transformed plant cell from a non- 
transformed plant cell. 


“transformed”: means the stable integration 
of the chimeric plant gene in a plant cell’s 
genome. 
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U.S. Patent No. 4,940,835 Proposed Construction of Dispute Terms 
Claim 5 
A chimeric gene of claim 1] Same as claim 1, above. 


in which the coding sequence encodes a 
mutant 5-enolpyruvylshikimate-3-phosphate 
synthase (EPSPS). 


U.S. Patent No. 4,940,835 Proposed Construction of Disputed Terms 
Claim 6 
A chimeric gene of claim 1 


Same as claim 1, above. 




















in which the EPSPS coding sequence encodes 
an EPSPS from an organism selected from 
the group consisting of bacteria, fungi and 
plants. 


U.S. Patent No. 5.538.880 


U.S. Patent No. 5,538,880 Proposed Construction of Disputed Terms 
A process for producing a fertile transgenic 
Zea mays plant compnsing the steps of 
(i) bombarding intact regenerable Zea mays 
cells with DNA-coated microprojectiles, 


(ii) identifying or selecting a population of 
transformed cells, and 


(ili) regenerating a fertile transgenic plant 
therefrom, 


wherein said DNA is transmitted through a 
complete sexual cycle of said transgenic plant 
to its progeny, 


“selecting a population of transformed 
cells”: means selecting a population of 
transformed cells on the basis of the DNA 
that imparts herbicide resistance in the fertile 
transgenic Zea mays plant. 
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and imparts herbicide resistance thereto. “herbicide”: means a chemical agent 


employed to all or inhibit the growth of 
weeds, 


“herbicide resistance’: means that the 


fertile transgenic Zea mays plant will survive 
application of a herbicide (as defined above) 
at a concentration sufficient to distinguish or 
select a transgenic com plant from a non- 
transgenic corn plant. 










U.S. Patent No. 5,538,880 
Claim 4 
A process comprising obtaining progeny 
from a fertile transgenic com plant obtained 
by the process of claim 1 which comprise 
said DNA. 





Proposed Construction of Disputed Terms 









“nrogeny”: means the R1 generation. 











“obtained by the process of claim 1”: 
means that claim 4 is a dependent claim that 
requires the performance of steps (i)-(iii) of 
claim 1. 





Whether or not expressly construed to be a 
dependent claim, claim 4 requires the 
performance of steps ()-(ii1) of claim 1 and 
the additional step of obtaining progeny (as 
defined above) from a fertile transgenic plant 
obtained by the process of claim 1. 











Proposed Construction of Disputed Terms 






U.S. Patent No. 5,538,880 
Claim 5 


The process of claim 4 wherein said progeny 
are obtained by crossing said fertile 
transgenic plant with an inbred line. 












“the process of claim 4”: means that claim 
5 is a dependent claim that requires the 
performance of the steps of claim 4. 






“progeny”: means the R11 generation. 






U.S. Patent No. 5,538,880 Proposed Construction of Disputed Terms 
Claim 6 
The process of claim 4 comprising obtaining 
seed from said progeny and obtaming further 
progeny plants comprising said DNA from 
said seed. 












“the process of claim 4”: means that claim 
6 is a dependent claim that requires the 
performance of the steps of claim 4. 









“progeny” (first occurrence): means the R1 
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generation. 


“further progeny”: means the R2 
generation. 





U.S. Patent No. 5,538,880 Proposed Construction of Disputed Terms 
Claim 7 


The process of claim 5 wherein the progeny | “the process of claim 5”: means that claim 
obtained are crossed back to the inbred line, | 7 is a dependent claim that requires the 


to obtain further progeny which comprise performance of the steps of claim 5. 
said DNA. 
























“progeny” (first occurrence): means the R1 
generation. 


“further progeny”: means the R2 
generation. 






U.S. Patent No. 5,538,880 Proposed Construction of Disputed Terms 

Claim 8 
The process of claim 6 wherein seeds are “the process of claim 6”: means that claim 
obtained from said further progeny plants and | 8 is a dependent claim that requires the 
plants comprising said DNA are recovered performance of the steps of claim 6. 
from said seed. 






















“further progeny”: means the R2 
generation. 





“plants comprising said DNA are 
recovered from said seed”: means the R3 
generation. 


Proposed Construction of Disputed Terms 






U.S. Patent No. 5,538,880 
Claim 9 


The process of claim 7 wherein said further 
progeny are crossed back to the inbred line to 
obtain progeny which comprise said DNA. 














“the process of claim 7”: means that claim 
9 is a dependent claim that requires the 
performance of the steps of claim 7. 





“further progeny”: means the R2 
generation. 


“progeny” (second occurrence): means the 
R3 generation. 
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U.S. Patent No. 6,013,863 


U.S. Patent No. 6,013,863 Proposed Construction of Disputed Terms 
Claim 1 


A process for producing a fertile transgenic 
Zea mays plant comprising the steps of 














(i) bombarding intact regenerable Zea mays 
cells with DNA-coated microprojectiles, 
wherein said DNA compnises at least a 

selectable marker gene; 


“selectable marker gene”: means the gene 
that is responsible for imparting glyphosate 
resistance and can be selected on that basis. 











(ii) selecting a population of transformed 
cells expressing the selectable marker gene; 
and 


(iii) regenerating a fertile transgenic plant 
therefrom, 


wherein said DNA is expressed so as to 
impart glyphosate resistance to said 
transgenic plant and is transmitted through a 
normal sexual cycle of said transgenic plant 
to progeny plants. 


U.S, Patent No. 6,013,863 
Claim 5 


The process of claim 1 further comprising 
obtaining transgenic glyphosate resistant 
progeny plants of subsequent generations 
from said fertile transgenic corn plant. 


U.S. Patent No. 6,013,863 
Claim 6 


The process of claim 5 further comprising 
obtaining seed from one of said progeny 
plants. 









“glyphosate resistance”: means that the 
fertile transgenic Zea mays plant will survive 
application of glyphosate at a concentration 
sufficient to distinguish or select a transgenic 
com plant from a non-transgenic corn plant. 














Proposed Construction of Disputed Terms 


















“the process of claim 1”: means that claim 
5 is a dependent ciaim that requires the 
performance of the steps of claim 1. 






Proposed Construction of Disputed Terms 















“the process of claim 5”: means that claim 
6 is a dependent claim that requires the 
performance of the steps of claim 5. 






